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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed April 7, 2006 have been fully considered but they are 
not persuasive. 

First, applicant argues that the VPS system disclosed by Kwoh does not 
establish a stop time for recording (applicant's remarks, page 9 last paragraph). 

In response, as described below, the stop time for recording is a merely a 
value established by the VPS system when a user enters both the start time and 
the length of the program desired to be recorded. For example, if a user enters 
5:00 pm as the expected start time and 1 hour as the length, then the established 
stop time is 6:00 pm. This value is adjusted depending on when the system 
receives the VPS code for the next program after receiving the VPS code for the 
desired program. 

Second, applicant argues the VPS system does not provide a message 
when the length of said entertainment program becomes ascertainable by said 
delivery source (applicant's remarks, page 10, third paragraph, regarding claim 
72). 

In response, it must be noted that the delivery source has clearly 
ascertained the length of the previous program once it has begun broadcasting 
the next program. Since the VPS codes are sent in conjunction with the 
beginning of programs, then the message which causes the recording device to 
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stop recording is sent at a point in time when the length of the desired program 
has been ascertained by the delivery source. 

Third, applicant argues that the delivery source is different from the 
program, and that because the control codes are embedded within the program, 
they are not coming from the delivery source (applicant's remarks, page 10, third 
paragraph, regarding claim 72, and the last paragraph regarding claim 74). 

In response, the programming itself originates from the delivery source, 
and thus codes which are embedded in the VBI of a program coming from a 
delivery source are obviously codes coming from the delivery source. 

Fourth, applicant argues that the start time of the next program is distinct 
from the stop time of the previous program, and since the VPS only sends 
messages heralding the start time of programs, the VPS does not send stop time 
messages containing the stop time of a program (applicant's remarks, page 1 1 
first paragraph regarding claim 75). 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant 
relies (i.e., a stop time message containing the stop time of a program) are not 
recited in the rejected claim. Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See 
In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). The stop 
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time message, as recited, enables "said recorder to stop recording said 
entertainment program at said received stop time". There is no recitation in the 
claim to specify the stop time message contains any information, thus the time at 
when the stop time message is received is read to be the stop time itself. 

Fifth, applicant argues that the received end time message can be 
delivered either during the program or at the end of the program, stating the VPS 
only delivers messages during the start time of a new program and thus cannot 
teach the amended limitations (applicant's remarks, page 11, third paragraph 
regarding claim 76). 

In response, the examiner must note that the amended limitations are 
recited in the alternative, such that only one of the alternative claim limitations 
must be met by the prior art to teach the claimed invention. As such, the VPS 
teaches receiving an end time message at the end of a program, because the 
start of a new program occurs at the end of the previous program. 

Sixth, applicant argues that the end control message is received 
concurrently with the end of the program, stating the VPS only delivers 
messages during the start time of a new program and thus cannot teach the 
amended limitation (applicant's remarks, page 12, first paragraph regarding claim 
77). 
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In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant 
relies (i.e., the end control message is received concurrently with the end of the 
program) are not recited in the rejected claim. Although the claims are 
interpreted in light of the specification, limitations from the specification are not 
read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 
(Fed.Cir. 1993). 

Lastly, applicant argues that the start time of the next program cannot in 
any manner be deemed to be as contemporaneous with the end time of the last 
program (applicant's remarks, page 12, fourth paragraph regarding claim s78 
and 80). 

In response, the examiner respectfully disagrees. The start time of a new 
program is a clear and definite point in time at which the previous program can 
be considered to have ended. Simply because there may be a station break or 
commercial messages between the closing credits of a first program and the 
introductory scenes of a new program does not invalidate the read that the end 
time of a first program is contemporaneous with the start time of the next 
program. If one looks at any typical program guide listing, it is immediately 
evident that the end time of a first program is considered to be the start time of 
the next program. For example if there are two 1 hour programs scheduled in 
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the 2:00pm - 4:00pm range, then 3:00pm is considered to be both the end time 
of the first program and the start time of the second program. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 47, 48, 57, and 72-80 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kwoh (5,852,478, of record). 

Regarding claim 47, Kwoh discloses a method of adjusting recording time 
of an entertainment program (col. 2, lines 21-55), said method comprising: 

selecting an entertainment program to be communicated to a user's 
premises, said program having scheduled start and stop times (col. 2, lines 21- 
25), 

establishing a start and stop time in accordance with said scheduled start 
and stop times for recorded said selected program at said user's premises (a 
predicted start time and the start time plus the expected length of the program 
equate to a start and stop time in accordance with the schedule, col. 2, lines 21- 
25), 
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without action taken by said user, adjusting an established stop time of 
said established recording time to accommodate subsequent changes in 
program length (col. 2, lines 50-55). 

Regarding claim 48, Kwoh discloses the method of claim 47, wherein said 
changes in program length occur after the start time of said program (col. 2, lines 
47-55). 

Regarding claim 57, Kwoh discloses the method of claim 47, further 
comprising transmitting for recording at said user's premises said selected 
program in accordance with said established start and stop times (col. 2, lines 
47-50). 

Regarding claim 72, Kwoh discloses a method for the delivery from a 
delivery source of entertainment programs for delayed viewing by recipients of 
said entertainment program, said entertainment program having an unknown 
length (col. 2, lines 21-55), said method comprising: 

establishing a starting time for a particular entertainment program so as to 
allow for the setting of a recorder at said recipient's premises for recording a 
delivered one of said entertainment programs starting at said starting time (col. 2, 
lines 21-25 and lines 39-50), and 
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communicating from said delivery source to said recipient's recorder a 
message when the length of said entertainment program becomes ascertainable 
by said delivery source so as to enable said recipient's recorder to stop recording 
said entertainment program in accordance with said message (col. 2, lines 50- 
55). 

Regarding claim 73, Kwoh discloses the method of claim 72, wherein said 
setting of said recorder is under the direct control of said recipient (col. 2, lines 
21-25). 

Regarding claim 74, Kwoh discloses the method of claim 72, further 
comprising: 

receiving from said recipient listings of entertainment programs desired to 
be received by said recipient (col. 2, lines 21-25); and 

wherein said setting of said recorder is under control of said delivery 
source based upon received ones of said desired entertainment program (col. 2, 
lines 34-53). 

Regarding claims 75 and 76, Kwoh discloses a method and device for the 
recording of entertainment programs at a recipient's location, said entertainment 
programs received from a delivery source, said entertainment programs having 
an unknown length (col. 2, lines 21-55), said method comprising: 
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setting of a recorder at said recipient's premises for recording a delivered 
one of said entertainment programs starting at a time as determined by said 
delivery source (col. 2, lines 39-50), and 

receiving by said recorder a message from said delivery source when the 
length of said entertainment program becomes ascertainable by said delivery 
source (message is received at the end of said entertainment program, which is 
the start of a new program) so as to enable said recorder to stop recording said 
entertainment program at said received stop time, and wherein said stop time 
corresponds to the ascertained stop time of said entertainment program (col. 2, 
lines 50-55). 

Regarding claims 77 and 79, Kwoh discloses a method for recording TV 
programs at a user's premises, said TV programs delivered over a plurality of 
user selectable channels by a delivery source, said programs scheduled to begin 
at particular times (col. 2, lines 21-55), said method comprising: 

setting in a recorder at said user's premises a particular channel and a 
particular start time corresponding to a program desired to by recorded by said 
user (col. 2, lines 21-25); and 

receiving from said delivery source a message for use by said recorder to 
end said recording of said desired program (end time is adjusted for changes in 
length, col. 2, lines 50-55). 
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Regarding claims 78 and 80, Kwoh discloses the method of claims 77 and 
79, wherein said message from said delivery source is contemporaneous with 
the end time of said desired program (col. 2, lines 50-52). 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 81-85 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kwoh in view of Durden et al. (5,003,384) [Durden]. 

Regarding claim 81-85, Kwoh discloses the methods and device of claims 
47, 72, 75, 76, and 77, but fails to disclose stop time message is delivered to said 
recorder from said delivery source by a medium other than the entertainment 
program. 

In an analogous art, Durden teaches a method for sending commands to 
control user premises equipment (col. 8 line 24 - col. 9 line 6), wherein the 
delivery medium for said commands is a stand alone dedicated data channel 
(col. 6, lines 34-42) for sending addressable commands to individual units, 
providing the benefit of a medium for sending control commands that allow users 
to access restricted or controlled services (see col. 11, lines 17-27, wherein 
deauthorization is a command sent from the service provider, col. 7 line 64 - col. 
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8 line 5, said commands useable to control the recording of a program on a VCR, 
col. 11, lines 57-65). 

It would have been obvious at the time to a person of ordinary skill in the 
art to modify the methods and device disclosed by Kwoh to include delivering 
said stop time message to said recorder from said delivery source by a medium 
other than the entertainment program, as taught by Durden, for the benefit of 
sending commands over a medium which allows users to users to access 
restricted or controlled services for automatic recording. 



Conclusion 

6. Applicant's amendment necessitated the new grounds of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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7. The following are suggested formats for either a Certificate of Mailing or 
Certificate of Transmission under 37 CFR 1 .8(a). The certification may be included with 
all correspondence concerning this application or proceeding to establish a date of 
mailing or transmission under 37 CFR 1 .8(a). Proper use of this procedure will result in 
such communication being considered as timely if the established date is within the 
required period for reply. The Certificate should be signed by the individual actually 
depositing or transmitting the correspondence or by an individual who, upon information 
and belief, expects the correspondence to be mailed or transmitted in the normal course 
of business by another no later than the date indicated. 



Certificate of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 



Registration Number: 

Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted to the United States Patent and 

Trademark Office, Fax No. ( ) - on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 



Registration Number: 
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Please refer to 37 CFR 1 .6(d) and 1 .8(a)(2) for filing limitations concerning 
facsimile transmissions and mailing, respectively. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dominic D. Saltarelli whose telephone number is (571) 
272-7302. The examiner can normally be reached on Monday - Friday 7:00am - 
4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller can be reached on (571 ) 272-7353. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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